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Trademar k Judges.

Qpi nion by Sims, Admi nistrative Trademark Judge:

The Adm nistrators of the Tul ane Educati onal Fund
(applicant), a Louisiana non-profit corporation, has
appeal ed fromthe final refusal of the Trademark Exam ni ng
Attorney to register the asserted mark ON- LI NE MARKETPLACE

for the anmended description “online retail services

featuring clothing, novelty gift itens, books, hone



furni shings, conputers and conputer peripherals.”! The
Exam ning Attorney initially refused registration under
Section 2(e)(1) of the Act, 15 USC 81052(e)(1), on the
basis that applicant’s mark is nerely descriptive of
applicant’s online retail services. Applicant then anended
its application to seek registration on the Suppl enent al
Regi ster on Septenber 19, 2002. At that tinme the Exam ning
Attorney refused registration under Section 23 of the Act,
15 USC 81091, on the ground that applicant’s asserted mark
is generic for its online retail services and therefore

i ncapabl e of identifying applicant’s services and

di stingui shing them fromthose of others. Applicant and
the Exam ning Attorney submtted briefs but no oral hearing

was hel d.

! The original application, filed May 10, 2001, on the Principa
Regi ster, had no declared filing basis, and was |ater anended to
recite that applicant had a bona fide intention to use the mark
in coomerce as of the filing date. At the sanme tine, in order to
anmend the application to seek registration on the Suppl enenta
Regi ster, applicant anended the application to assert that it was
now using the mark in commerce, and recited dates of use of

January 15, 2002.

An earlier description of the services stated: “retail
services featuring the retailer’s and others’ goods and services
whi ch cater to student, alumi and visitors of a university and
ot her menbers of the university’'s community.” 1In its appea
brief, p. 11, applicant reiterated an offer it had previously
made to the Examining Attorney of a contingent anendnent to its
identification by adding the following at the end of the current
description--“at retail for retail consumers, excluding auction
and barter services”--if such an anendnent woul d serve to
overcome the genericness refusal. The Exami ning Attorney, while
not objecting to the anmendnment per se, did not enter it because
he determined that it would not overcone the genericness refusal
We agree.



From t he speci nens of record (portions of which are
reproduced below), it is clear that applicant offers “Back-
t o- School Special s” on various conputer products such as
not ebook conputers, desktop conputers, printers and
software. Applicant’s Wb site encourages students to
“Show your school spirit! Shop for your favorite
mer chandi se online.” Merchandi se avail able for purchase at
the Wb site al so includes sheets, rugs, backrests,
conforters, hotpots, dinnerware, blenders, utensils,
mrrors, hair dryers, towels, irons, bulletin boards,
| anps, desks, and various Tulane clothing itens including
sweatshirts and T-shirts. Also, links to preferred vendors
i ncluding wirel ess services, banks, restaurants and

bookst ores are provided.
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The Exam ning Attorney has made of record a dictionary
definition of the word “marketplace” as “1. A place in
which a market is set up.”? On three different occasions,
the Exam ning Attorneys handling this application placed in
the record nunerous excerpts fromthe Nexis database. In
its brief, applicant for the first tinme objected to a
nunber of these references on the grounds that nore than
hal f of them conme from proprietary news services w thout
any evidence that the stories appeared in any newspaper or

magazi ne or were otherw se circul ated anong the general

2 American Heritage Dictionary (Second Col | ege Edition 1982).



public, and that many of the excerpts originated from
foreign publications. The Exami ning Attorney countered in
his appeal brief that, in today s electronic age, this
evidence is available at the stroke of a key and that this
evidence is nore likely to be encountered by the actual
users or purchasers of applicant’s online retail services
than woul d be stories in printed publications.

Applicant’s objections are well taken. W have held
that stories fromsuch sources as foreign publications or
fromnews wire services are of limted evidentiary val ue
because they are not likely to have had nuch inpact on the
relevant public. See In re Couture, 60 USPQ2d 1317, 1318
n.2 (TTAB 1999); In re Patent & Trademark Services Inc., 49
UsP@d 1537, 1538 n. 2 (TTAB 1998); In re Organik
Technol ogies, Inc. 41 USPQRd 1690, 1691 n. 3 (TTAB 1997);
In re Wlcher Corp., 40 USPQ2d 1929, 1931 (TTAB 1996); In
re Appetito Provisions Co., 3 USPQ2d 1553, 1555 n. 6 (TTAB
1987) and In re Men’s International Professional Tennis
Council, 1 USP@2d 1917, 1918 (TTAB 1986). Conpare In re
Cell Therapeutics, Inc., 67 USPQ2d 1795, 1797 (TTAB
2003) (i nvol ving “hi ghly sophi sticated nedi cal doctors and
researchers” who may have greater access to such sources

via the Internet or otherwi se). Accordingly, we have given



little weight to references fromforeign sources or from
proprietary wire services.

W recite bel ow sonme of only those excerpts fromthe
el ectroni c database which are fromU. S. publications:

HEADLI NE:  ONLINE, TIME IS OF THE ESSENCE;
RETAI LERS HEAR TIPS FOR SELLI NG VI A | NTERNET

Anot her opportunity lies in the increasing
nunber of househol ds usi ng broadband rat her
t han di al -up nodens. Broadband users, who
now conpri se 20 percent of U S. househol ds,
tend to have nore noney and shop nore
online. No retailer can afford to ignore
eBay and ot her online marketplaces that wl|
have 25 percent of the online sales by 2005,
Johnson sai d.

Sun-Sentinel (Fort Lauderdale, Fl.), My 8,
2003

* * * * * * *

HEADLI NE: Blizzard buries retail sales

Bill Angrick, chief executive officer of
Washi ngton, D.C. -based Liquidity Services
Inc., which manages an online narketpl ace
for retailers to make bul k sal es of
mer chandi se, said 45 to 50 retailers posted
mer chandi se on the site..each day from
Sat urday to Monday.

The Journal News (Westchester County, N.Y.),
February 18, 2003
* * *

* * * *
HEADLI NE: I nstrunment exchange opens online
mar ket with ironclad guarantee; |ndustry

For ef r ont

“The musical instrunent industry is
massive,” said Larry Tedesco, president/CEQ,
“but until now there has not been a
conpr ehensi ve online marketpl ace for
musi ci ans and retail ers.

I nst runent Exchange.comis a full-service
auction specializing in nusical instrunents
only and is built by nusicians for



musi cians. The site’s tinme-saving
technology is easier to use and offers the
nost product information avail abl e anywhere.
It is clear that nusicians prefer to shop at
specialty nusic stores versus general
retailer. The sane holds true for online
auctions. They now have a specialty auction
focused only on mnusical instrunents and
gear.”
Musi ¢ Trades, February 1, 2003
* * * *

* * *

HEADLI NE: Quitar.com partners with
Goase. com I ndustry Forefront

As an established online retail comunity,
Goase Cearmail serves as the prem er online
mar ket pl ace for retailers to list their
inventory and expand their gl obal reach.

The first of its kind for buyers and sellers
of vintage and collectible guitars, Gbhase

receives an astounding four mllion hits per
nont h.
Musi ¢ Trades, February 1, 2003

* * * * * * *

HEADLI NE:  ENTERPRI SE; EXCHANGE EXPECTS
‘DOUBLE-DIGA T° GROWH

Onl i ne mar ket pl ace Wrl dw de Ret ai
Exchange (WARE) is predicting ‘double-digit’
growh for its internet trading business
this year.

Conputi ng, January 30, 2003

* * * * * * *
HEADLI NE: Di scounters cut into Tower’s
Musi ¢ suprenacy

A conparison of prices for CDs at
traditional retailer Tower, online retailer
Amazon. com and “bi g-box” retailer Best Buy.
Amazon al so offers an online marketpl ace for
factory-seal ed and used CDs at deep
di scounts [followed by a listing of various
products and their prices at various stores
and online |ocations]

The Tennessean, January 12, 2003
* * * *

* *



HEADLI NE: Visit little-box di scounters:
PCs with Wb

Anot her popul ar bargain site is Half.com
the fixed-price online nmarketplace that’s
part of eBay Inc. There are no auctions on
this site, but there are bargains on new and
used goods.

Last week Hal f.com featured a “Spi der-Mn:
The Movie” gane for PlayStation 2 consol es
at $25.27, 56 percent off the list price.
The Boston Heral d, Decenber 16, 2002
* * * * * * *
HEADLI NE:  Mar ket outl ook: Hardwar e/ Honme
i nprovenent industry remains healthy despite
uncertai n econony

| NTERNET ATTENTI ON TURNS TO ONLI NE
MARKETPLACES

Internet-only retailers did not find their
pot of gold in the hone inprovenent arena,
and it remains to be seen whet her
traditional retailers will see neaningfu
results fromtheir online selling efforts
either. However, the Internet renains ful
of prom se and opportunity for those
conpanies willing to experinment. Online
mar ket pl aces and i ndustry portals are where
the next wave of activity wll be
concentrated, as these technol ogy
applications offer real potential to reduce
costs and increase efficiencies up and down
t he channel .
Do-1t-Yourself Retailing,

* * *

*

Novenber 1, 2001
* * *
HEADLI NE: Big Retailers Continue to

Dom nate Online Wrld

“Bricks-and-Cicks took a trenendous
anmount of market share fromthe pure plays,”
Seth Geiger, vice president of e-commerce
and professional services at online
mar ket pl ace Bi zRate.com told a gathering
Tuesday at the convention...

One of the biggest winners in the online
hol i day sweepstakes was Wal mart.com the



once-nmal i gned Wb site of the nation’s
| argest retail chain...
TheStreet.com January 17, 2001

* * * * * * *
HEADLI NE: Basebal |l takes steps to stanp out
fraud

.W |l be assigned a nunber and narked with a
hol ogram neant to be tanper-proof, consuners
eventually wll be able to register their
purchases with m b.com That not only wl|
provide a record of the items ownership but
m ght create an online marketpl ace where
buyers can | ook up specific itens and their
owners.
USA Today, January 10, 2001
* * * * * * *
Har monyCentral . com a | eadi ng online
mar ket pl ace for nusicians, sold its Chicago-
based e-tailing subsidiary, zZounds.com to
Pi nebr ook Holdings Inc., a privately held
i nvestnent firmfocused on technol ogy-
intensive retailing and distribution. Terns
were not disclosed. Pinebrook will operate
zZounds, which sells mnusical instruments and
recordi ng gear, but two Chicago area retai

stores will be closed.
Chi cago Sun-Ti nes, Novenber 28, 2000
* * * * * * *

HEADLI NE:  SHOPPI NG ONLI NE:  Bricks go for
clicks; Traditional stores make holi day
onl i ne shoppi ng presence felt as buyers turn
to names they know

Traditional retail ers have inherent
advant ages beyond brand recognition,
anal ysts say. For one, they don’t have to
spend hundreds of thousands of dollars on
brandi ng and can | everage the power of their
of fline brands in the online marketpl ace.
Gap, Nordstrom W IIians-Sonona and
Target, for instance, could see sone of the
bi ggest increases in online custoners
because they have stores.
The Atlanta Journal and Constitution,
Novenber 12, 2000
* * *

* * * *



HEADLI NE: Retailers in Wsconsin's Fox
Val l ey Gear Up for Holiday Sal es Season

She attributes the snooth season to the
fact the conpany already had a strong
cat al ogue busi ness custoner service base.
That just needed a little tweaking to
transfer to the online marketplace, she
sai d.

In 1998, LandsEnd.comreported $61 mllion
in sales. That nunber grew by 10.5 percent
in 1999. *“Internet shopping for us has
grown every single year,” Holnmes said. The
Post - Crescent, Novenber 6, 2000

* * * *

* * *

HEADL| NE: Secondhand stake for Trans Wrld

SecondSpi n. com whi ch began as an online
mar ket pl ace in 1996, has since added four
stores... The conpany purchases all of its
inventory fromits custoners...

Trans World, based on Corporate Circle in
Qui | derl and, operates retail stores
nati onwi de under the names Record Town,
Canel ot Music, Saturday Mati nee,
Strawberries and For Your Entertainment. It
al so has an online presence at
http://ww. TWEC. com
The Times Union (Al bany, NY), August 16,
2000

* * * * * * *

HEADLI NE: | NDUSTRY FOCUS

Lake Success-based Material Net.com an
onl i ne mar ket pl ace of industrial -netal
products has forned a partnership with
OnlineMetal s.com an online distributor of
netal s based in Seattle.

Conmpany officials say the agreenent all ows
themto reach both snall and | arge buyers of
steel, alum num copper and brass...

Newsday, August 7, 2000
* * * * * * *
Cargill Inc., Mnnetonka, Sysco Corp.,
Tyson Foods Inc. and McDonald’s Corp. said

they will create Electronic Foodservice

10



Net wor k, an online marketplace for the food-

service industry.

Star Tribune, July 26, 2000
* * * *

* * *

HEADL| NE: Busi ness Li nks On Web Rai se
Antitrust |ssues

G obal Net Exchange- - Sears, Roebuck and
Carrefour of France, together with O acl e,
plan to create a gl obal online marketpl ace
for the retail industry, inviting other
retailers to join. The joint venture wll
initially focus on the conbined $80 billion
in purchases that Sears and Carrefour nake
from 50, 000 suppliers, partners and
di stributors.

The New York Tinmes, July 7, 2000

* * * * * * *
HEADLI NE: Recast e-Steel hammers out niche;
Sells technol ogy, not just transactions

..M chael Levin took his nolten experience
and poured it into a very different nold:
e-Steel Corp., an on-line marketplace for
buyi ng and selling steel.

Li ke ot her business-to-business on-line
mar ket pl aces, e-Steel found favor with
venture capitalists who saw the profit
potential in comm ssions fromon-Iline
transacti ons.

Crain’s New York Business, January 22, 2001
* * * * * * *
HEADLI NE: Trade exchanges set up shop in

cyber space

There is no single, neat-and-clean
busi ness nodel for on-line marketpl aces.
I nstead, there are several types of
mar ket pl aces, or trade exchanges, that
prom se to wing tine and cost out of their
busi ness processes.
Comput er - Ai ded Engi neering, January 2001

* * * * * * *

HEADLI NE: | nf opi a Announces First
Storefront and Shopping Cart to Use
Artificial Intelligence for Auction and
Mar ket pl ace Sel ling...

11



“Traditionally, selling on auctions and
onl i ne mar ket pl aces has been too costly on a
product by product basis for nmerchants with
medium to |arge-sized inventories..

I nf or mati on Super hi ghways Newsl etter, August
1, 2001
*

* * * * * *

HEADLI NE: THE SUBTLE CLEARANCE SALE

Channel Advi sor hel ps retailers with every
facet of the on-line marketplace, including
effective pricing and cross marketing of
mer chandi se to drive sal es higher...

“Anot her shift in the on-line marketpl ace
that appeals to retailers is fromvari abl e-
price auctions to fixed-price sales,”
reports W ngo.

Chain Store Age, Cctober 1, 2001
* * * * * * *

HEADLI NE: Bidding rights: on-line

mar ket pl aces claimto offer an effective

nmet hod for suppliers to put thenselves in

t he shop wi ndow as OEMs tender for new

busi ness, but can they deliver?

Subcontracti ng.

Engi neeri ng, Novenber 1, 2001
* * * * *

* *

HEADLI NE: e-BUSI NESS - News in brief
YET2COM an on-1ine marketplace for
intellectual property, has secured third
round funding of $20 million, |ed by Bayer
AG Caterpillar and 3i.
E- Busi ness, April 30, 2001
* * * * *
It is the Exam ning Attorney’s position that the
evi dence of record (dictionary definitions and Nexis
dat abase stories and excerpts) shows that the phrase “on-

line marketplace” is in wi despread generic use to denote

online retail marketplace services such as applicant’s

12



online retail services which conprise an electronic online
mar ket pl ace of goods and services. Mirre particularly, the
Exam ni ng Attorney contends that these words are generic
for online | ocati ons where goods or services may be
of fered, marketed and acquired by various neans (sale,
trade or auction), including retail as well as whol esal e
transactions. The Exam ning Attorney maintains that
applicant’s mark is in fact a “genus-nam ng generic ternf
(brief, unnunbered page 3) that may be applied to the
general category in which applicant’s retail services fall.
That is, this termhas generic significance with respect to
a |l arger category of online services to which applicant’s
nore limted retail services bel ong.

Mor eover, the record clearly indicates that

use of such online marketpl aces cuts across

the full spectrum of conmerce, enconpassing,

inter alia, retail, whol esal e and business-

t o- busi ness transactions... It is noted that

this standard definition [“a place where a

market is set up”] is sufficiently broad to

enconpass an online location. It is

respectfully suggested that these references

present a clear, unequivocal indication that

the term “online nmarketplace” is generic

with respect to any online place for the

mar keti ng or sale of goods/services,

including the specific retail services

of fered by the applicant.
Exam ni ng Attorney’s appeal brief, unnunbered page 2.
Therefore, according to the Exam ning Attorney, this term

is perceived by the relevant public as a common nane for

13



applicant’s online retail services, and not as a mark
identifying the source or origin of applicant’s services.

Applicant, on the other hand, naintains that the
Exam ni ng Attorney has not made a strong or substanti al
showi ng that the term sought to be registered is generic,
based upon cl ear evidence of generic usage. It is
applicant’s position that the Exam ning Attorney’ s evi dence
shows that the phrase “online marketplace” has been used in
connection wth business-to-business, auction and trading
services but not in connection with online retail services
offered to the general public. Also, references from
specialty publications are of little evidentiary val ue,
according to applicant, because those publications are not
circulated to and read by the general public. That is to
say, according to applicant, the evidence shows usage of
this termin connection with services other than
applicant’s retail services and by users other than the
general public. Accordingly, applicant argues that the
Exam ni ng Attorney has not shown by clear evidence the
under standi ng of the rel evant public--ordinary consumers.
Finally, applicant asks us to resolve any doubt on the
i ssue of genericness in its favor.

Section 23 of the Act, 15 USC 81091, provides that,

“For the purposes of registration on the suppl enental

14



register, a mark may consi st of any trademark, synbol,
| abel , package, configuration of goods, nane, word, sl ogan,
phrase, surname, geographical nanme, nuneral, device, any
matter that as a whole is not functional, or any
conbi nation of any of the foregoing, but such mark nust be
capabl e of distinguishing the applicant’s goods or
services.” O course, if a mark is in fact generic, it is
i ncapabl e of distinguishing applicant’s goods or services
fromthose of others because the termmay be used to nane
the category of simlar products or services into which a
party’s goods or services may fall, as well as those of
conpetitors.

Wth respect to generic ternms, Section 14(3) of the
Act, 15 USC 81064(3), provides that “The primary
significance of the registered mark to the relevant public
rat her than purchaser notivation shall be the test for
determ ni ng whether the registered mark has becone the
generic nane of goods or services on or in connection with
which it has been used.” This |anguage is equally
applicable to the determ nation of genericness prior to
registration. That is to say, the statutory test of the
primary significance of the mark to the relevant public is
al so the test for determ ning whether an applied-for mark

is or is not registrable.

15



In determ ning whether the primary significance

of atermis generic, our primary review ng court has
st at ed:

.| Dleterm ning whether a mark is generic ...

involves a two-step inquiry: First, what is

t he genus of goods or services at issue?

Second, is the term sought to be registered ...

understood by the relevant public primarily to

refer to that genus of goods or services?
H. Marvin G nn Corporation v. International Association of
Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed.
Cir. 1986). See also In re Anerican Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. G r. 1999). The critical
i ssue in genericness cases is, therefore, whether nenbers
of the relevant public primarily use or understand the term
sought to be registered to refer to the genus or category
of goods in question. In re Montrachet S. A, 878 F.2d 375,
11 USP@2d 1393, 1394 (Fed. GCir. 1989); In re Merrill Lynch
Pi erce, Fenner, & Smith, Inc., 828 F.2d 1567, 4 USPQd
1141, 1143 (Fed. Cr. 1987); Dan Robbins & Assocs., Inc. v.
Questor Corp., 599 F.2d 1009, 202 USPQ 100, 105 (CCPA
1979); Zinmrerman V. National Assn. of Realtors, Inc., 70
USPQ2d 1425 (TTAB 2004); and In re Recorded Books, Inc., 42
UsP2d 1275 (TTAB 1997). Evidence of the public’s

understanding of a particular termmay be obtai ned from any
conpet ent source, including direct testinony of consuners,

consuner surveys, listings in dictionaries, trade journals,

16



newspapers, and other publications. See Magic Wand Inc. v.
RDB Inc., 940 F.2d 638, 19 USP@d 1551 (Fed. Gr. 1991); In
re Merrill, Lynch, Pierce, Fenner, and Smith Inc., supra; In
re Northland Al um num Products, Inc., 777 F.2d 1566, 227
USPQ 961 (Fed. Cir. 1985); and In re Leatherman Tool G oup,

Inc., 32 USPQ2d 1443, 1449 (TTAB 1994). Finally, we note
that, in the context of this ex parte proceeding, it is the
burden of the Exam ning Attorney to prove the genericness
of the termsought to be registered by clear evidence. In

re Merrill, Lynch, Pierce, Fenner, and Smth Inc., supra.

The genus, category or class of services is determ ned
on the basis of the services identified in the application.
See, e.g., Magic Wand, Inc. v. RDB, Inc., supra. As set
forth in this application, the category or class of
applicant's services is online retail services featuring a
variety of goods. Applicant is an online retailer of
vari ous goods.

Wth respect to the issue of whether the term sought
to be registered is understood by the relevant public (the
general purchasing public) primarily to refer to that class
or category of services, we nust | ook to the evidence of
record. Wile the term*®“online marketplace” has been used
(in a generic sense) to refer to online |ocations where

retailers may list their inventory and conduct bul k sal es

17



to other retailers (and not to the general public), and to
identify online |ocations for the sale of specialty goods
(e.g., steel) which nay not be sold to the general public,
there is also clear evidence that this term has been used
to identify online retail locations that sell a variety of
mer chandi se to the general public. This evidence shows
that the words “online nmarketpl ace” have been used in
conjunction with online retailing. Thus, the public would
understand this termto have this significance both as a
result of the ordinary dictionary neani ng of these words,
as well as how this term has been used in newspapers and
magazi nes distributed to the general public. |In addition,
applicant’s own use tends to show that these words woul d be
perceived as a | ocation where online shoppers may purchase
a variety of nmerchandi se (Tul ane On-1ine Marketpl ace).

It is, of course, true that there can be multiple
generic nanes for a single product or service. That is, any
product or service nmay have nmany generic designations. But
all of the generic nanes for the product or service bel ong

in the public domain. See 2 J. Thomas McCarthy, MCarthy on

Trademarks and Unfair Conpetition, 812:9 (4th ed. 2003).

Here, the words “online retailer,” “online retail store” or
sinply “online store” nay al so be generic designations that
conpetitors may freely use. However, we believe that the

Exam ning Attorney has submtted a strong show ng that
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applicant’s asserted mark “ON-LI NE MARKETPLACE® w || be
under st ood by the general purchasing public primarily as a
generic nane for the category or class of services which

applicant is rendering--an online marketplace of goods and
servi ces.

Decision: The refusal of registration is affirned.
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